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SCM Corporation, 

Plaintiff-Appcllant, 

against 

Xkrox Corporation, 

Defendant-A ppellee. 

On Appeal from the United States District Court 
for the District of Connecticut 


BRIEF OF DEFENDANT-APPELLEE 
XEROX CORPORATION 

Tliis appeal challenges a sound determination by the 
District Court for the District of Connecticut, Ilon. Jon 
O. Newman, that SCM cannot, in the circumstances of this 
case, establish the legał prereąuisites to preliminary injunc- 
tive relief and, hence, that a protracted evidentiary hearing 
on SCM’s motion would be an essay in futility. 

In a nutshell, the District Court properly ruled that 
SCM’s motion was “doomed to failure” (A139) because 
(1) plaintiff could not establish that it is thieatened with 
immediate irreparable injury as expressly reąuired by Sec- 
tion IG of the Clayton Act (15 IT.S.C. §2G); and (2) the 
relief requested in SCM’s motion would alter the status 
quo between the* parties contrary to the proper function of 
a preliminary injunction. 
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As we shall demonstrate, this ruling, especially 
when viewed in the contcxt of the extraordinary series of 
procedural maneuvers employcd by SCM from the very 
outset of this litigation, was eminently correct. For it is 
apparent from the record that SCM’s preliminary injunc- 
tion motion was not the traditional resort to equity for 
emergency relief needed to forestall the immediate threat of 
irreparable harm pciulcnte lite. SCM’s assertion of such 
harm consisted exclusively of the conclusory allegations 
of its pleadings, and it fiatly refused to comply with the 
District Court’s repeated requests for particularization 
(by affidavit or offer of proof) as to how it would be ir- 
reparably injured in the absence of an injunction. Eathcr, 
SCM’s motion was but the latest in a stream of tactics 
designed to deprive Xerox of the opportunity to defend 
this case on a fuli factual record after adequate discovery 
and to obtain for SCM a premature advisory opinion on the 
likelihood of its ultimate success on the merits of its anti- 
trust claim in order to facilitate its business planning. 

The District Court saw through this smokescreen and, 
applying well-settled legał principles, properly refused to 
embark on a lengthy trial whose outeome was a foregone 
conclusion. 

Issues Presented for Review 

1. Did the District Court err in denying SCM’s motion 
for a preliminary injunction when: 

(a) SCM’s claim of irreparable injury was premised 
solely on the conclusory allegations of its pleadings; 

(b) SCM refused to provide the District Court with 
any particularization (by affidavit or offer of proof) 
as to the manner in wliich it would be irreparably in- 
jured absent a preliminary injunction; 
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(c) Xerox unequivocally undortook that, during the 
pendency of this action, (i) it would not seek prelim- 
inary relief against SCM or any of its suppliers for 
patent infringement concerning plain paper copiers; 
(ii) it would not commencc any patent infringement 
action against any end user of plain paper copiers 
manufacturcd or sold by SCM; (iii) it would give SCM 
or any supplier of SCM 90 days notice of intention to 
commencc a patent infringement suit with respect to 
plain paper copiers; and (iv) it would grant SCM a 
patent license; 

(d) The relief requested in SCM’s motion would 
not preserve the status quo hut would confer upon 
SCM a status never previously enjoyed; 

(c) SCM has a completely adeąuate remedy in 
money damages in the event it sustains its antitrust 
charges against Xerox; and 

(f) SCM did not seek preliminary injunctive relief 
until 10 years after it asserts it first was injurcd as a 
result of Xerox’ alleged unlawful acts and practices? 

2. Did the District Court err in denying SCM’s motion 
without holding an evidentiary hearing in liglit of SCM’s 
refusal to provide the District Court with any particular- 
ization (by affidavit or ofTer of proof) as to the manner in 
which it would be irreparably injured absent a preliminary 
injunction! 

Statement of the Case 
A. The Conteat of SCM’s Motion 

SCM’s motion for preliminary injunctive relief in this 
privatc antitrust action is unique. 

To begin with, when a plaintiff seeks the extraordinary 
remedy of a preliminary injunction—which subjects tho 
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defendant to judicial restraint prior to a plenary adjudica- 
tion of any wrongdoing—there should be some urgency 
about the matter. The usual motion for preliminary relief 
is madę by a suitor facing an immediate threat of injury 
beyond repair. Herc, SCM’s motion comes morę than a 
decade after it itself allegcs it was first injured by the chul- 
lenged acts and practices. 

Second, a plaintiff seeking a preliminary injunction 
invariably provides the Court with affidavits setting forth 
the factual basis for the claim that preliminary relief is 
needed to avoid irreparable injury. Here, SCM madę its 
motion without supporting aflidavits, premised entirely on 
the conclusory allegations of its pleadings, 1 and failed to 
make even a prima jacie showing of how it would be 
irreparably injured (or, indeed, injured at uli) if injunctive 
relief were not forthcoming. What is morę, SCM staunchly 
refused—in the face of the District Court’s repeated 
reąuests—to submit afTidavits (or even an offer of proof) 
showing the manner in which it w T as allegedly throatened 
with irreparable injury. 

Third, an applicant for a preliminary injunction knows 
what relief it deems necessary to avoid grievous injury 
during the pendency of the litigation. Here, SCM took the 
extraordinary position that the Court should grant what- 
ever relief the Court deemed appropriate and improvised 
“conceivable” remedies as it went along, piling after- 
thouglit upon afterthought in an etTort to find some form of 
relief to which it might be entitled. 

1. Despite SCM’s assertion that it submitted “documcntary evi- 
dence . . . which . . . showed irreparable injurious efTects of Xerox's 
violations on SCM” (Br., p. 23), the fact is that all of that "evidence” 
related solcly to the issue of Xerox’ alleged wrongdoing, not SCM’s 
immediate irreparable injury, as the District Court expressly noted 
in the course of orał argument (E730). 
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These unusual features of SCM’s motion are explain- 
able only in the context of an eąually unusual chain of 
events sińce this litigation commenced. K('M ims attempted 
—by one stratagem after another—to short-circu.it the 
defense of this niassive monopolization case and obtain 
from the District Court—on an incornplete record and with- 
out adeąuate discovery—a premature advisory opinion on 
the ultimate merits of SCM’s clairn. Even a brief recount- 
ing of this case’s history amply demonstrates that this 
appeal is bottomed on SCM’s frustration at the District 
Court’s refusal to intpair Xerox’ rights and dispense with 
norma! judicial procedures. 


1. The First Complaint and Preliminary Injunction Motion 

SCM commenced this action on July .*11, 1973 by filing 
a complaint containing 181 separate paragraphs comprising 
46 printed pages (A21-A66). In essence, the complaint 
alleged world-wide monopolization of the skill and tech- 
nology of plain paper copying and of the manufacture and 
marketing of plain paper copiers, uli in violation of Soetion 
2 of the Sherman Act (15 U.S.C. §2) (lii, A21). It, also 
charged that the same acts violated Section 1 of the Sher¬ 
man Act (15 U.S.C. §1), as contracts, combinations or con- 
spiracies in unreasonable restraint of trade, and Section 7 
of the Clayton Act (15 U.S.C. §18), as acquisitions tending 
to substantially lessen competition. 2 These antitrust 
charges were embodied in a First Claim for preliminary and 
permanent injunctive relief under Section 16 of the Clayton 


2. Althougli SCM’s brief (c.g., pp. 44-45) stresses the Section 
1 and Section 7 daims, it is indisputablc that the basie charge herc is 
niono|>olization, as the District Court noted (A132). Indeed, SCM’s 
counsel has on numerous occasions treated this case as essentially 
grounded on monopolization (c.g., K080, EC93, E698). 
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Act (15 U.S.C. §26) and a Second Claim for treblc damages 
under Section 4 of that statute (15 U.S.C. §15).* 

As its length would suggest, the complaint was verbose 
and prolix in the extreme, containing a host of evidentiary 
detail, including liberał quotations from potential witnesses 
and documents, voluminous statistical data, specifications 
concerning each model of Xerox ’ linę of copying and dupii- 
cating eąuipment, the details of license terms offered by 
Xerox but never accepted, and references to a pending pro- 
ceeding against Xerox in the Federal Trade Commission 
(see E8-9). 

Alleging in the most eonclusory terms (and without any 
particulars whatsoever) that preliminary injunctive relief 
should be granted “because of the continuing irreparable 
injury inflicted by Xerox’s acts and practices on SCM, other 
potential competitors of Xerox, users of plain paper copiers 
and the public generally” 01164, A60), the complaint sought 
the following items of relief pendenłe lite : 

(a) An injunction forbidding Xerox “from threatening, 
institutir.g or maintaining any patent infringement action 
or claim against SCM with respect to SCM’s present and 
futurę efforts to develop and market plain paper office 
copiers” (1T160, A59); 

(b) An injunction forbidding Xerox “from threatening, 
instituting or maintaining any other action or claim which 
might impedc SCM’s present and futurę efforts with re¬ 
spect to plain paper oflicc copiers, or which might delay the 
finał adjudication of this First Claim” (U161, A59); 


3. The complaint also asserted a Third Claim seeking a dęcia, 
tion that one of Xerox’ patents is unenforceable and invalid, and that 
Xerox vio!ated Sections 1 and 2 of the Sherman Act by reason of its 
alleged fraudulent procurement. 
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(c) An injunction requiring Xerox “to grant SCM a 
license with respect to all the United States patents and 
patent applications it owns or Controls” (1J162, A59) ;* and 

(d) An injunction forbidding Xerox from enforcing 
specified post-employment covenants restraining Xerox 
personnel from engaging in competitive xerographic en- 
deavors for two years following termination of their em- 
ployinent with Xerox (Ul63, A60). 

Along with the complaint SCM tiled a one-paragraph 
motion for a preliminary injunction unsupported by aflula- 
vits or any other papcrs (AG7). The motion sought the 
preliminary relief allcged in the complaint (as summarized 
above), contained a boilerplate prayer “for sucli other or 
further or alternative relief as the Oourt may deem just and 
proper,” and was “based upon the allegations set forth in 
. . . [the] complaint, and upon the evidonce to be adduced 
at a hcaring on this motion . . . Evidencing the absence 
of any pressing urgency for preliminary relief to avoid 
immediate injury, SCM also moved for a pretrial confer- 
ence, inter alia, to Schedule a datę “within the next four to 
six months” for a hcaring on its preliminary injunction 
motion (A68-69). 

2 . The Fint Pretrial Conference 

In the course of the unreported pretrial conference 
which was held on September 12, 1973, Xerox’ counsel 
pointed out that it would be wasteful to hołd a protracted 
evidentiary hcaring on SCM’s reąuest for a preliminary 
injunction: To expend the time and effort needed to make 
even a preliminary adjudication of SCM’s extensive charges 
of world-wide monopolization—all of which would be sharp- 
ly disputed—was pointless sińce, even assuming, nrgucndo, 

4. In (154 (A35), SCM allcged that Xerox presently owned or 
controlled 1,200 such patents and morę than 200 patent applications. 
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the likelihood of SCM’s ultimate success on ihe merita of 
its claim, the interlocutory relief aought in the complaint 
waa nevertheless legally unavailable. Xerox’ counael ex- 
plained tliat no relief was needed with respect to employce 
covenants sińce the agreements in question were no longer 
in effect; and tliat SCM was not entitled to aecess to Xerox’ 
patents pendcnte lite for two reasons: (a) such relief 
would, rather than preserve the last uncontested status of 
the partics, improperly accord SCM a new status (as 
licensee); and (b) SCM could not conceivably be irrepara- 
bly injured absent a patent license pendente lite because 
Xerox would not seek a preliminary injunction against 
patent infringement by SCM during the pendency of this 
action. 5 

In endeavoring to explain why SCM nevertheless dc- 
sired to pursue its motion for a preliminary injunction, its 
counsel stated that it wanted a determination of its likely 
success on the merits. This, he went on, would enable SCM 
to decide whether to eommit substantial additional Capital 
to the plain paper copier field. In other words, SCM wanted 
an early advisory opinion on its chances of ultimately 
winning this lawsuit." 

The District Court deferrcd ccnsideration of SCM’s 
request for a preliminary injunction hearing ur.til after 
determination of Xcrox’ motion to strike the antitrust 
claims of the complaint. 

5. In its reply brief on t/iis motion in the District Court (E538, 
fn.), SCM denietl any recolh-ction of this undertaking by Xerox. 
Since Xerox’ representation was formally reiterated in a letter to 
the District Court (E759-60), the point is academic. 

6. Although no transcript was madę of this conference, Xerox 
reminded the District Court on severai occasions of tiiese remarks by 
SCM’s counsel (E402, E587), and at no time has SCM denied that 
such statements were mafie. Indeed, it reiterates the same view on 
this appeal (Br., pp. 39-40; scc pp. 42-43, infra). 
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3. Xerox' Motion to Strike 

As noted above, SCM ’s complaint was replete with evi- 
dentiary and other impropcr matter and hence not in com- 
pliance with F. R. Civ. P. 8(a)’s reąuirement that a plead¬ 
ing contain “a sliort and plain statement of the claim.” In 
liglit of the prejudice which would result if Xerox were 
rcqnired, in the guise of answering a pleading, to respond 
to a mountain of evidence which tiiis Court has stated “is 
a matter for the discovery i)roeess,” 7 on September 14, 1973 
Xerox movcd to strike the complaint’s antitrust clairns in 
their entirety and to requirc SCM to replcad in compliance 
with the rules. 

SCM responded that its evidentiary allegations were 
designed to elicit judicial admissions in Xerox’ answer 
which would expedite the preparation of SCM’s case and 
limit or obviate the need for discovery (E33-34). When, on 
orał argument, the Court noted that such an objective could 
be morę properly accomplished “by pleading a morę lean 
complaint and promptly serving request[s] to admit, 
detailing substantially what you have done in the Com¬ 
plaint” (E121), SCM replied: 

“Why should we have to wait for request[s] for admis¬ 
sions and then we are going to have objections and 
we are going to liave a lot of objections on those docu- 
rrents and interrogatories when therc is no problem 
here . . (E130). 

This candid reply revealed the tactical underpinning of 
SCM’s prolix complaint: to deprive Xerox of its legitimate 
right to object to improper discovery requests by embody- 
ing them in a pleading—a purpose which became even morę 
apparent after the Court, on October 9, 1973, granted 
Xerox’ motion (E51-56). For despite the District Court’s 

7. Naglcr v. Admirał Corp., 248 F.2d 319, 326 (2d Cir. 1957). 
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express invitation for SCM to submit “nearly all the allega- 
tions of its present complaint as reąucsts to admit” (E53), 
no such reąuests were forthcoming. 

4. SCM’t Amended Complaint—The Firtt Afterthought 
Concerning Preliminary Relief 

SCM’s amended complaint (A70-A97) was served on 
November 2, 1973. With respect to preliminary injunctive 
relief, it repeated the original conclusory allegation of ir- 
reparable injury (JI54. A92) and, in paragraphs 49-51 and 
53, reąuested the identical relief originally prayed for 
(A91-92). However, the amended complaint went further 
in one respect: It requested a mandatory injunction reąuir- 
ing Xorox pendent e lite “to disclose its present short and 
long rangę plans for the manufacture and marketing of 
plain paper office copiers’’ (1J52, A92). Th* 1 record to this 
day is totally devoid of any fact sliowing why SCM, in 
November 1973, suddenly faced immediate ipeparabie in¬ 
jury if not provided access to Xerox’ secret futurę plans 
when it apparently did not confront such injury four 
months earlier at the time its original complaint was filed. 

Xerox promptly answered the amended complaint on 
November 12, 1973 (A98-A112) and, invoking its constitu- 
tional right, madę a timely demand for a jury trial (A113).* 

8. SCM suggests tliat Xerox’ jury demand, wbich was concededly 
in the exercise of a constitutional right, was tactically motiyated, as- 
serting tliat Xerox had not previously denianded a jury “in a.iy of 
the several other patent or antitrust litigations in which it is or has 
been a plaintiff or a defendant” (Br., p. 9). The fact is that in eacli 
of the other pending antitrust actions, jury trial was demanded by 
the plaintiff, making a demand by Xerox unnecessary. Litton Busi¬ 
ness Systems, Inc. v. Xerox Corp. (Civil No. 15137, D. Conn., filed 
June 28, 1972); Litton Systems, Inc. v. Xerox Corp. (Civil No. 
15136, D. Conn., filed June 28, 1972); Prom, Inc. v. Xcrox Corp. 
(Civil No. 3-6367-B, N.D. Texas, filed October 11, 1972); Harclik, 
et al. v. Xerox Corp. (Civil No. 39454, E.D. Mich., filed January 4, 
1973, now pending W.D.N.Y.); Xerocjraphic Copy Scnńce, Inc. v. 

(jootnote conlinued on next page) 
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fi. SCM’» Motion for Seoerance and Separate Trial 

Only two weeks after the filing of the araended com- 
plaint, on November 16, 1973, SCM took anothcr extraor- 
dinary step calculated to obtain a premature ruling on the 
merits. At a time when SCM had already received literally 
tbousands of documents previously submitted by Xerox to 
the Federal Trade Coimnission, and before any discovery 
by Xerox, SCM moved (A117-A119) for a separate trial 
“of the issues of whether . . . Xerox has violated each of 
Sections 1 and 2 of the Sherman Act and Section 7 of the 
Clayton Act” and for a stay of “any other proceedings with 
respect to all other issues” (A117). It suggested that this 
trial be held on May 1, 1974— in less than six months. 

This motion totally disregarded the fundamental prin- 
ciple that a separate trial of the “violation” issue in this 
case is not available because liability and injury are not 
separate in a private antitrust action. Sec Ilarerhill Ga- 
zctte Co. v. Union Leader Cor\t., 333 F.2d 7°8, 802 (lst Cir. 
1964), cert. denied, 379 U.S. 931 (1964). 9 To make matters 
worse, SCM acknowledged that its time schedule would not 
allow Xerox to conduct fuli discovery on the definition of 
the relevant market (E179-80)—one of the numerous thorny 
ąuestions in this monopolization ease and the vital thresh- 
old issue which is a sine qua non to determining the ex- 
istence of monopoly power. 10 SCM claims that the relevant 

Xerox Corf>. (Civil No. 1973-42, W.D.N.Y.. filed January 23. 1973). 
Needless to say, the issues in a patent infringement action are sig- 
nificantly different, which explains why a jury trial was not demanded 
in those cases. Moreover, SCM is liardly entitled to attach sinister 
sigtiificance to the exercise of a constitutional right. 

9. On orał argument, whet confronted with the fact that, in a 
private antitrust action, the issues of violation and impact are in- 
separably intertwined, SCM retreated front its origina! motion and 
sought instead a separate trial of all antitrust issues other than the 
amount of damages and the scoj>e of equitable relief (E273-78). 

10. E.g., United States v. EJ. duPont dc Nemours & Co., 351 
U.S. 377, 404 (1956). 
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market is restricted to plain paper copiers, whereas Xerox 
maintains that the market, properly defined, also includes 
coated paper copiers, as woli as offset, stencil and spirit 
eąuipment (E239). Confessing that a trial could not pos- 
sibly be held on May 1 if Xerox were accorded the usual 
discovery rights (E180), 11 SCM urged that Xerox’ dis- 
eovery on the market issue be sharply curtailed, if not 
entirely dispenscd with (E178, E180-81, E194, E197-98, 
E351-52). 

Submitting to the District Court a dissertation on its 
view of the law of market definition (E177-E198) and rely- 
ing on its interpretation of certain statements contained in 
a few selected Xerox documents, SCM took the position that 
the market issue was not subject to legitimate dispute. 12 


11. In denying SCM’s inotion, the District Court noted: “This 
dispute [as to the market] is critical to the likelihood of early trial on 
the liability issues, sińce SCM agrees that discovery appropriate to 
develop evidence of the broader market definition urged by Xerox 
would take considerable time, enough to make SCM's May 1 targct 
totally unrealistic” (Al25-26). 

12. SCM conveniently ignored its own admission to the Supretne 
Court in its petition for certiorari in Adrance Business Systems & 
Supply Co. v. SCM Corp., 415 F.2d 55 (4th Cir. 1969), cert. dcnicd, 
397 U.S. 920 (1970), that the office copying machinę market in- 
cjuded both Xerox (plain paper copiers) and SCM (coated paper 
copiers) (E240). 

In its brief on appeal, SCM States (p. 11 n.2) that Xerox’ chief 
executive madę a “crucial admission that plain paper office coj Wng 
was a distinct area or ‘submarket.’ ” This statement is, to say the 
least, disingenuous. SCM ąuotes the executive in an interview as 
saying that Xerox faced its “only real competition . . . from IBM,” 
rtferring to plain paper copiers (E836). But SCM oinits ihe ques- 
tion to which the reply was directed: ‘‘For a long time Xerox was 
virtually alone in the nonsensitized [ i.c., plain] paper copying field 
but now you have a number of competitors. How much enect is this 
having” (E835)? The question, in short, specifically inquired only 
about competitors marketing plain paper copiers. This in no way 
suggests the absence of competition from other types of copiers and 
duplicators. Needless to say, SCM has not directed this Court's at- 
tention to examples of Xerox’ recognition of such other competition. 
(See, e.g., E841, E853, E938, E951, E955-56). One such example 
is particularly illuminating. As far back as 1965, long before SCM 
had a plain paj)er copier and was marketing only coated paper ma- 
chines, Xerox characterized SCM as “a strong competitive threat” 
(E938). 
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In denying SCM’s motion, the Court gave short shrift to 
this contention, ruling that Xt*rox was entitled to utilize the 
discovery rules “to develop evidence in support of its 
claim of a broader relevant market” (A12G). The Court 
added that if SCM thouglit it could obtain partial summary 
judgment as to the market, it should make an appropriate 
motion (/</.). Not surprisingly, no such motion was madę. 

Recognizing the inherent weakness of its separate trial 
motion, but still intent on achieving its primary purpose— 
an advisory opinion as to its likely success on the merita— 
SCM moved alternatively for a May 1, 1974 hearing on its 
preliminary injunction motion. The District Court noted 
that this alternative motion “seeks, presumably perulnitc 
lite, the -elief sought in paragraphs 49 through 53 of tlie 
amended oomplaint” (A129-130), and went on to state: 

“Xerox contends that this type of relief is far beyond 
the preservation of the status quo for which, upon a 
proper showing, a preliminary injunction normally 
issues. Moreover, it is not elear whether the injury 
SCM seeks to prevent is the tyjie of irreparable injury 
that justifies preliminary injunctive relief” (A130). 

Finding that briefing these legał issues would be helpful, 
the Court directed the parties to submit briefs “as to 
whether Xerox is entitled to have SC.M’s motion for pre¬ 
liminary injunction denied as a matter of law” (ld.). 

6. The Britft and Argumenta on the Preliminary Injunction 
Motion — SCM’a Second and Thtrd Afterthoughta 
Conceming Relief Pendente Lite 

Prior to the submission of the briefs requested by the 
Court, SCM apparently grew approhensive as to whether 
the prayers for preliminary relief in the amended corn- 


i 
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plaint would pass legał muster. 18 As a resuli, on Janu¬ 
ary 18,1974, SCM directed a letter to Xerox which may well 
be uniąue in the annals of eąuity (E753-54). The letter 
advised that SCM intended to “show the existence of the 
Court’s power to grant a broad rangę of prelirainary i.*- 
junctive relief” beyond that souglit in the amended com- 
plaint which, according to SCM, might include: 

“additional kinds of relief describcd in the Joint Posi- 
tion of Control Data Corporation and other companies 
(Exhibit 1 to SCM’s motion) ; M any other relief fash- 
ioned by the Court to ameliorate what, after hearing, 
the Court may perceive to be continuing and futurę 
karm to SCM or the public from violations or threat- 
ened violations of law; or any relief needed to preserve 
the Court’s ultimate ability to fulfill the statutory ob- 
jectives and to grant meaningful finał relief” (E754). 

SCM thus offered the District Court a blank clieck—a 
reąuest for whatever preliminary injunction the Court 
might see fit to enter—without indicating how SCM eould 
possibly be irreparably injured pcndente lite by the failure 
to receive totally unspecified relief. 

13. These prayers—for access to patents, disclosure of secret 
futurę plans and restraints against enforcement of non-existent em- 
ployee covenants—were incorporated by reference in SCM's alterna- 
tive preliminary injunction motion of Noveml>er 16, 1973 {Al 15). 

14. The Control Data “position paper” referred to (E777-88) 
was submitted by several of IBM’s competitors to the Justice Depart¬ 
ment in the Government’s monopolization case against IBM. The 
paper suggested “interim” relief that the Government should seek to 
take effect after a finał adjudication that IBM had yiolated the law but 
before all the complicated terms of a finał decree eould be formulated, 
a process which it was feared might take years. It had nothing what- 
soever to do with preliminary injunctive relief, as the paper itself 
madę most exp!icit: "The underlying assumption of this Memo- 
randum is that the government will establish a monopolization vio- 
lation at the trial, and a monopolization finding necessarily means 
that the District Court will have found that IBM has the }x>wer to 
exclude competitors from the market” (E779). The IBM case has 
not yet bem tried, and the Government has not moved for any such 
relief. 
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SCM in due course followed up its letter with an open- 
ing brief. The brief referrcd to three additional kinds of 
preiiminary relief which SCM asserted “the Court may 
grant” (E479). 

SCM argued that the Court had ‘‘eąuitable power to 
reąuire Xerox to liccnse unpatented technology to SCM” 
(E487)—technology which was admittedly secret (E486). 
In addition, SCM asserted that the Court ‘‘has the power to 
anesthetize Xerox’ control [over Rank X *: x, a joint ven- 
ture with The Rank Organisation in which Xerox has a 51% 
voting interest] and to minimize to the extent possible any 
futurę antitru8t conseąuences flowing from that control” 
(E490), including the entry of an order preventing Xcrox 
from getting the exclusive benefits of any Rank Xcrox 
developments (E491). And SCM also contended that “the 
Court possesses the power preliminarily to restrain Xerox 
against any futurę acquisitions of the stock or assets of any 
other company, as well as the futurę acquisition of any 
patented or unpatented technology” (E491). ,IS 

No explanation was given as to why any of these pos¬ 
sible items of relief was now required to avoid irreparable 
injury when no such need had been perceived when the 
complaint and araended complaint were filed. 

SCM’s reply brief treated the Court to still another 
spate of “conceivable” preiiminary injunctive remedies. 
SCM asserted that “the Court possesses the power, on a 
proper showing,”to prohibit further enlargement ofXerox’ 
Professional and technical staff; prohibit acquisition of 
exelusive control of patented or unpatented technology 
deve)oped by Battelle sińce the commencement of the ac- 

15. SCM did not expressly re<|uest the Court to grant such relief 
contenting itself with the statement that the three remedies were 
within the Court's equitable power. depending on the evidence to be 
adduced at the requested hearing. 


( 
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tion; prohibit aequisition of relevant technology from any- 
one; prohibit any new cross-licensing agreements which 
gave Xerox exclusive use of relevant technology; and 
restrain “Xerox from performing any other new acts upon 
a suflicient finding that such acts will constitute likely fur- 
ther violations of the antitrust laws or perpetuate further 
likely unlawful effects of such violations” (E563). 

Xerox’ briefs below presented the legał authorities and 
arguments in support of its contention that, as a matter of 
law, SCM could not obtain a preliminary injunction even 
assuming, ar g wind o, that SCM could establish a substantial 
likelihood of success on tlie merits of its claim of antitrust 
violation. 10 In addition, Xerox formalized the unilateral 
undertaking its counsel had madę at the first pretrial con- 
ference which obviated SCM’s principal reąuest for relief 
—access pendentc lite to Xerox’ patents. Xerox categor- 
ically stated that, “should it choose to commence a patent 
infringoment action against SCM, it will not seek a prelim¬ 
inary injunction to enjoin the infringoment during the 
pendency of the suit” (E387). Moreover, Xerox further 
undortook “that it will not seek a preliminary injunction 
against any SCM supplier in any infringoment suit” 

16. Obviously, the reason why Xerox was willing to make this 
assumntion, argucndo, wlien the issuc of violation is sharply con- 
tested by Xerox’ a.nswer (A98-108), was in order to avoid a pro- 
tracte<l preliminary injunction trial which was “doomed to fuilure” 

(Al39) in view of SCM’s plain inability to satisfy the other legał I 

criteria which are conditions precedent to the grant of such extraor- 

dinary relief. If such a trial were to take place, Xerox, needless to 

say, would not stand before the District Court as a wrongdoer; on the 

contrary, the burden would bc squarely on SCM to establish its al- 

legations of illegality. The Court would, of necessity, be obliged 

to adjudicate a plethora of complex factual and legał issues, includ- 

ing, inter alia : the definition o' the relevant market; the getiesis and 

extent of Xerox’ patent position; the naturę and legality of its patent 

licensing practices; the technological capabilities of Xerox’ competi- 

tors; the extent of Xerox’ power over prices; wbether it has the 

power to exclude competitors; whether Xerox has monopoly |)ower; 

and, if so, whether such power was wilfully accjuired or maintained. 
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(E392); and that it would not commonce any “infringement 
action against an end user of any competitive machinę cov- 
ered by a Xerox patent” (Id.). With resj>oct to SCM’s 
reąuest for an injunction prohibiting Xerox from enforcing 
post-employment covcnants not to eompete, Xerox repre- 
sented that it had “formally abandonod all kucIi agree- 
ments, nono of which is presently in force” (E371). 

Throughout this cntire history, SCM never once sub- 
mitted to the District Court, by aflidavit or offer of proof, 
any factual basis whatever for its conclusory assertion that 
it faces irreparable injury if preliminary relief is not forth- 
coming. And it was that fatal omission on which the Dis¬ 
trict Court focused during a fuli day of orał argument on 
March 6, 1974 (E583-752). 

SCM’s position on orał argument was that, despite its 
admitted failure to present facts by affidavit on the ir- 
rcparable injury issue, it was automatically entitled to an 
extended evidentiary hearing because it allegid irreparable 
injury in its complaint. As stated by SCM’s counsel: 

‘‘SCM’s showing, both on irreparable injury and on 
the probability of success, will rise or fali on the evi- 
dence that it adduces at the hearing ...” (E637). 

SCM was most explicit as to the type of hearing it con- 
templated—a full-dress mini-trial of a case charging world- 
wide monopolization which SCM estimated would require 
“no longer than three weeks” for its case alone , 17 

17. “The Court: Therc is another thing I am curious about. I 
want to have some idea ahout what you have in mind doing if you 
get ovcr this hurdle, what kind of a hearing do you have in mind ? 

Mr. Kaye: Your Honor, we have in mind a htaring in which 
we will introduce evidence, largely documentary, through witnesses: 
that is through SCM witnesses and througli Xerox witnesses to sup- 

(foottwte continued on next page) 
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Tłiis estimate, of course, madę no allowancc for the 
presentation of Xcrox’ case; and it stands to reason that 
Xerox would reąuire as much trial time as SCM. In short, 
the District Court was confronted by the prospect of a pro- 
tracted preliminary injunction trial of many weeks dura- 
tłon which, of course, would be only a prelude to another 
protracted trial on the merita after the parties obtained the 
benefit of fuli pretrial discovery of the relevant facts. 

Before launching such an enterprise, the Court madę it 
elear that it desired morę than SCM’s mere conclusory 
allegation of irreparable injury. On seven separate occa- 
sions in the course of the argument the Court pressed 
SCM’s counsel for a partieularized showing (by affidavit 
or offer of proof) of the manner in which such injury would 
be incurred—a showing which SCM was unwilling (and pre- 
sumably unable) to make. The following excerpts from the 
colloąuy are illustrative: 

“The Court: One thing I am wondering is whether 
perhaps there is something you need to do in between 
the allegation of irreparable injury, which is where you 
are at now, and the fuli development of a record of 
witnesses, which is what you contemplate. I am won¬ 
dering whether you need to in some fashion particu- 
larize your claim of irreparable injury, because it’s 
very easy for anybody to say there is going to be 
irreparable injury, and I am not surę that jnst saying 
that precipitates a fuli dress hearing” (E637-38). 

• • • 

port our showing of probability of success, if not greater, and to sup- 
port our showing of irreparable injury to SCM and to the public .. . . 

The Court: How many witnesses do you have in mind? 

Mr. Kaye: Weil, I could tell better at this stage, because we 
have been attenipting to prepare for it and on the basis—we believe 
that we can put on our case within two weeks, that is, two trial weeks. 
We think that as all lawyers that we make mistakes, we think that 
it will—that is, SCM’s case will take no longer than three weeks” 
(E667-68). 


/ 
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“The Court: . . . Now, I am a little concemed 
whether . . . tbere is not some obligation on the plain- 
tiff seeking what is at least the unusual, if not unprece- 
dented, remedy of a preliminary injunction in [a] Sec- 
tion 2 case to partieularize the claim of irreparable 
injury, rather than standing on the somewhat conclu- 
sory allegation that, yes, we have been or will be irrep- 
arably injured, and what I’m wondering is whether 
your burden is not only to partieularize your claim, but 
perhaps to make a rather extensive presentation by 
affidavit and offer of proof on what it is that ought to 
require this hearing. 

“After all, many preliminary injunctions, in gen¬ 
erał, and in antitrust, in particular, have been resolved 
on affidavits. They have not been multi-week trials, and 
I am not surę that Xerox needs to accelerate its discov- 
ery and prepare witnesses and even come in prepared 
to cross examine your witnesses until there has been 
an adeąuate demonstration on affidavit that at least 
you have a preciBe claim of irreparable injury, rather 
than just the naked pleading” (E677-78). 

• • • 

“Mr. Kaye: We think that your Honor need[s] no 
further papers on the question of irreparable injury 
• • • • 

“The Court: . . . One of the things that has been 
done in this type of suit, Judge Weinfeld has done it, 
is to require before trial on merits a very detailed 
presentation of proposed findiugs of fact bo that it will 
be elear what the plaintiff intends to prove and try to 
see if the issues ean be narrowed. If tbat’s appropriate 
on the merits, it seems to me it’s very appropriate in 
advance of the rather unusual, if not unprecedented 
reque8t for preliminary relief in a Section 2 case. So 
it doesn’t neecssarily follow that once you get past the 
motion to dismiss, you are into the trial” (E690-91). 

• • • 

“The Court: . . . [T]he suggestion that’s been 
raised is not that the factual dispute should be resolved 
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on the ban i 8 of aflidavits, only that you should have to, 
in effcct, nmkc an offer of proof to see if your factual 
claims, once detailod, aro sufficient, but not to rcsolve 
conflicts between the facts alleged, that’s quite a differ- 
ent point” (E728-29). 1 ® 

7. Xerox > Unilateral Repretenłation* and Licenae Offer 

During the orał argument, Xerox’ counsel reiterated 
Xerox’ undertakings with respect to possible patent liti- 
gation against SCM, its suppliers or customers during the 
pendency of this action. 18 What is morę, sińce the under- 
taking not to seek preliminary relief against infringement 
by SCM in effect provided SCM with a de facto license 
pendente lite, Xerox offered to grant SCM such a license 
on the machines it was marketing and developing (E601). 

As for the post-employment covenants not to compete, 
Xerox’ counsel stated once again that such agreements had 
been abandoned and were not being enforced (E714). Ap- 
parently unwilling to accept such assurances formally madę 
in open court, 20 SCM’s counsel strained to keep the issue 
alive by arguing that “the pleadings put the question in 
issue” (E654), that, based on two documents and a Xerox 
interrogatory answer, hc was not satisfied cn the point, and 
that a factual hearing would be needed to resolve it, 

At the conclusion of the orał argument, the District 
Court requested Xerox to embody its several unilateral 
undertakings and license offer in a letter to the Court with 
copies to SCM’s counsel (E709). Xerox promptly did so 
on March 8, 1974 (E759-60). In addition to formalizing 

18. See ais o, E680-82, E682-83, E694-95. 

19. See pp. 16-17, supra. 

20. “Mr. Kaye: We have no facts whatsocvcr that they will not 
enforce those agreements. We have no evidencc whatsoever” (E655) 
See SCM’s brief at p. 18. 


* 
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its representations with respect to patent matterB,* 1 Xerox 
set at rcst the matter of poBt-employmcnt coveimnts by 
enclosing an explanatory memorandum (E7G1-G2) and a 
copy of a communication previously directed to every 
Xerox employee in October 197'i (E768-70) which madę it 
crystal elear that no poKt-employment corenants are now 
effective. At the same time, Xerox formally undertook 
“not to enter into any such covenant with any employee 
during the pendency of this action” (E7G0). 

B. The Ruling Appealed From 

On April 19, 1974, the District Oourt rendered it« deei- 
sion denying SCM’b motion for a preliminary injunction 
(A132-39). Tlie Court noted first that, despite the amended 
complainfs allegations that Xerox has violated Section 1 
of the Sherman Act and Section 7 of the (Tlayton Act, “the 
gravamen of the action appeara to be SCM’s claim that 
Xcrox has monopolized and attempted to monopolize the 
skill and technology, manufacturing, and marketing of plain 
paj>er office copiers” (A132); and that a motion for a pre¬ 
liminary injunction in a Section 2 cumo is “certainly un- 

21. The representations were as follows: During the pendency 
of this action, with respcct to the United States, Canada and I.atiu 
America, Xerox would not (1) seek a preliminary injunction against 
patent infringement respecting plain paper copiers by SCM or any 
supplier of SCM ; (2) commence any patent infringement action con- 
cerning plain pa|x-r copiers against SCM or any supplier of SCM 
without first givmg 90 days written notice to SCM and any other 
prospective defendant; or (3) commence any patent infringement 
action concerning plain p?.per copiers against any end user of such 
copiers manufactured or sold by SCM (E759). Xerox also offered, 
with resjiect to the United States, Canada and l-atin America, to 
grant SCM a non-exclusive license bearing a 4% non-refundahle 
royalty, effective during the pendency of this action, under any Xerox 
patent which covers either the plain paper copier presently heing 
marketed by SCM or the copier it is presently developing in conjunc- 
tion with Minolta (E760). With respect to countries where Kank 
Xerox has pertinent rights, Xerox madę all of the al>ove undertakings 
to the extent that Xerox h?.s the legał authoritv to acconmlńh them 
(Id.). 
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usual” (Id.). 22 Observing ncxt that the denial of a prelim- 
inary injunction without a hearing is, albeit rare, not 
unprecedented, thc Court underscored that Xerox’ claim 
of legał insufficiency “is entitled to coneideration because 
at issue is not simply the presentation of affidavits sup- 
plemented by a few days of testimony, but in all likelihood 
a full-dress trial on the merits that will be measured in 
weeks or even months”—and which would have to be 
repeated m toto in light of the fact that the “case has been 
claimed to a jury” (A133). ał 

The Court then turned to the “threshold ąuestion [of] 
the determination of the precise extent of the preliminary 
relief that SCM is seeking” (A134). Acknowledging that 
the “ Court’s power to fashion an appropriate interim rem- 
edy is not circumscribed by thc specifics of a plaintiff’s 
motion” (id.), the Court nevertheless pointed out: 

“ [P]laintiff’s entitlement to a hearing . . . ought to 
be tested with referenee to the specific relief it is seek¬ 
ing. If it is not entitled to the relief it is seeking, it 
should not be able to precipitate a protracted hearing 
that will reąuire exploration of the merits of the suit 
simply in the hope that at the conclusion of the hearing 
the Court will fashion some appropriate remedy” 
(A134). 

22. Indeed, the only Section 2 monopoli zation case of which we 
are aware in which preliminary injunctive relief was even sought was 
Philadelphia World Hockey Club, Inc. v. Philadelphio Hockey Club, 
Inc., 351 F. Supp. 462 (E.D. Pa. 1972), which the District Court 
properly disiinguisned as involving “a precise practice of the defend- 
ant, the reserve clausc in players’ contracts, rather than the defend- 
ant’s overall monopoly power” (A132-33). 

23. In light of Beacon Theatres, Inc. v. Wesłoyer, 359 U.S. 500 
(1959), and its progeny, and Xerox’ timely demand of a jury trial 
on all issues relevant to SCM’s damage claim, any findings madę by 
the Court after a preliminary injunction hearing could not be binding 
at the trial on the merits; and all the evidence adduced at the hearing 
would have to be repeated before the jury. See Boise Cascade Int’l, 
Inc. v. Northern Minnesota Pulpwood Producers Ass’n, 294 F. Supp. 
1015 (D. Minn. 1968); 7 J. Moore, Federal Practice [[65.04[6] at p. 
65.71 (2d Ed. 1973). 
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Since, despite its almost endless list of “conceivable” 
remedics, SCM had specifically requested only those set 
forth in the amended complaint, the Court considcred each 
of those in tum and ruled: 

1. Secret Plans —No hearing was required with respect 
to this request because “in no event would a preliminary 
injunction issue to provide such relief” (A135). To dis- 
close Xerox’ secret plans to its compctitor would irrevo- 
cably change the status quo sińce, should Xerox prevail 
on the merits, it could not regain their secrecy; hence such 
relief would “be far beyond the legitimatc scope of a 
preliminary injunction” (A135). 

2. Employec Cotenanłs —Hero, as well, a preliminary 
injunction would “in no event” be available. Xerox’ formal 
representation that no such covenants are in effect and nonę 
would be entered into during the pendency of this action 
either mooted this claim for preliminary relief or “at least 
makes it apparent that SCM can suffer no irreparable in- 
jury for lack of such relief” (A135). 24 

3. Paienłs —No hearing was required to determine 
whether SCM’s requcst for access to Xerox’ patents 
pendente lite should be granted for several reasons. 

First, such relief would create “a substantial change in 
the status quo” sińce “[alt no time prior to this liti- 
gation did SCM have a right to the Xerox patents or to 
immunity from an action for infringing them” (A136- 
37). The relief, accordingly, “would create new positions 
that are appropriate only if SCM wins this lawsuit. That 
is not the function of a preliminary injunction” (A137). 

24. In this connection, the Court noted that “SCM has madę no 
claim that it is presently precluded from obtaining the unrestricted 
services of a former Xerox cmployee because of a non-comnetitive 
covenant" (A135). See E657-59. 





Second, SCM’s claim of irreparable damage for lack 
of access to Xerox’ patents was “undermined” by the ac- 
knowledged fact that it already had a plain paper copier 
—purchased from Van Dyk Research Corp.—on the mar¬ 
ket. Even if Xerox’ alleged monopoly power might re- 
duce the share of the market SCM might attain, such 
“reduction in market share, as distinguished, possibly, 
from inability to enter the market at all, is plainly com- 
pensable in money damages” (A137). 28 

Third, in light of Xerox’ undertakings (1) not to seek 
preliminary injunctive relief against patent infringement 
by SCM or its suppliers, (2) not even to eommence patent 
infringement litigation against them without 90 days notice, 
and (3) not to sue end users of SCM’s machines at all, 
SCM’s claim of irreparable injury without access to 
Xerox’ patents eroded “belo w the level where equitable 
relief would be appropriate” 2 ® (A138). 

In sum, the Court concluded: 

“Because the relief it seeks would alter the status 
quo in ways beyond the function of a preliminary in¬ 
junction, and because it cannot show irreparable in¬ 
jury for lack of the particular forms of preliminary 
relief it seeks, its motion for a preliminary injunction 
is doomed to failure, and a protracted hearing to ex- 
plore the probability of success on the merits is not 
needed. The motion for a preliminary injunction is 
denied” (A139). 

25. SCM obtained rights to the Van Dyk macliine in December 
1973 and introduced it in early 1974, six months after this action was 
commenced (E282). In short, when SCM originally filed its motion 
for a preliminary injunction claiming exclusion from the plain paper 
copier field, it had not yet entered that alleged market; but by ih»* 
time its renewed motior. was argued, SCM had effectuated an entry 
—further subverting its claim of irreparable injury. 

26. The Court noted that Xerox' undertakings outside the West¬ 
ern Hemisphere were the same as those applicable to the United 

(footnote continued on next page) 
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ARGUMENT 

I 

The District Court properly denied SCM’s motion 
for a preliminary injunction as a matter of law because 
the relief requested was beyond the proper funclion of 
this estraordinary remedy, and SCM could not possibly 
suffer irreparable injury if such relief were not granted, 
especially in light of Xerox’ undertakings. 

A. The Standards Goveming the Issuance 
of a Preliminary Injunction 

A preliminary injunction is an extraordinary remedy 
because it curtails a party’s conduct pendentc lite prior to 
a defmitive adjudication of any wrongdoing. Recognizing 
the potential for injustice inherent in any remedy granted 
prior to a plenary trial at a time when the merits of a 
claim cannot be fully explored, eąuity lms carefully cir- 
cumscribed the availability of such a remedy to cases in- 
volving genuine urgency. This is not a matter of techni- 
cality but goes to the heart of the concepts of fundamental 
faimess and common sense which animate courts of eąuity. 

The District Court, confronted with a reąuest for a 
multi-week evidentiary mini-trial of this highly complez 
monopolization case, denied SCM’s motion because, even 
if SCM were able to establish a substantial likelihood 
of success on the issue of antitrust violation, it could 
not satisfy two other essential conditions: that a pre¬ 
liminary injunction may be utilized only (1) to preserve 
or restore the status quo; and (2) to prevent the moving 

States, Canada and Latin America “to the extent that Xerox has the 
legał authority to accomplish them.” While tliis would not neces- 
sarily give SCM worldwide protec.ion, Xerox’ undertakings as a 
whole were deemed sufficient to ero<le the claim of irreparable injury 
below that re,uired for the grant of preliminary relief (Id.). 








party from suffering immediate irreparable injury.” These 
principles are so well-settled that it suffices to set forth the 
supporting authority summarily. 

1. Preservation of the Status Quo —No doctrine is morę 
firmly rooted in eąuity jurisprudence than that the func- 
tion of a preliminary injunction is to preserve the status 
quo between the parties during the pendency of suit to 
avoid a change which would irreparably injure the plain- 
tiff prior to finał adjudication. See, e.g., Hamilton Watch 
Co. v. Benrus Watch Co., 206 F.2d 738, 742 (2d Cir. 1953); 
United States v. Adler’s Creamery, lnc., 107 F.2d 987, 990 
(2d Cir. 1939); Willheim v. Inrestors Diversified Scrtńces, 
lnc., 303 F.2d 276, 277 (2d Cir. 1962); Checker Motors Córy. 
v. Chrysler Córy., 405 F.2d 319, 323 (2d Cir. 1969), cert. 
denied, 394 U.S. 999 (1969). Since the status quo, in this 
contest, means “the last uncon ested status which preceded 
the pending controversy,” 28 preliminary injunctions may 
be granted either (a) to yreserve the parties’ Btatus as 
of the time suit is instituted*® or (b) to restore a prior 
status which existed before the controversy arose. 80 

27. As stated by this Court in Checker Motors Corp. v. Chrysler 
Corp., 405 F.2d 319, 323 (2d Cir. 1969), cert. denied, 394 U.S.'999 
(1969): “The purpose of a preliminary injunction is to maintain 
the status quo pending a finał determination of the merits. ... It is 
an extraordinary remedy, and will not be granted except upon a elear 
showing of probable success and possible irreparable injury’’ (em- 
phasis by the Court). 

28. Westinghouse Electric Corp. v. Free Sewing Machinę Co., 
256 F.2d 806, 808 ( 7th Cir. 1958). Accord, Washington Capitols 
Basketball Club, lnc. v. Barry, 419 F.2d 472, 476 (9th Cir. 1969); 
District 50, U MW v. Infl Union. U MW, 412 F.2d 165, 168 (D.C. 
Cir. 1969); Warner Bros. Pictures, lnc. v. Gittone, 110 F.2d 292, 
293 ( 3d Cir. 1940). 

29. E.g., Hamilton Watch Co. v. Benrus Watch Co., 206 F.2d 
738 (2d Cir. 1953) (prohibition of acąuisition). 

30. E.g., Danielson v. Local 275, Laborers Int’l Union o] North 
America, 479 F.2d 1033 (2d Cir. 1973) (prohibition of picketing, 
thus restoring conditions prior to the controversy). 
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The law is eąually elear that a preliminary injunction 
may not issue if it would alter the status quo by placing the 
complainant in a position never before occupied.* 1 The 
rationale of this principle derives from the drastic naturę 
of the relief. Since a preliminary injunction restrains prior 
to a fuli adjudication of the parties’ rights, its limited 
function, as Judge Frank put it in Hamilton Watch, is to 
serve “as an eąuitable policing measure ... to keep the 
parties, while the suit goes on, as far as possible in the 
respective positions they occupied when the suit began” 
(206 F.2d at 742). Hence, relief whose effect is “to alter 
the prior status of the parties fundamentally . . . may be 

directed only after finał hearing-” Warner Bros Pic- 

tures, Inc. v. Gittone, 110 F.2d 292, 293 (3d Cir. 1940).* 2 

31. Warner Bros. Pictures, Inc. v. Gittone, 110 F.2d 292, 293 
(3d Cir. 1940) (reversing preliminary injunction requiring defend- 
ant motion picture distributors to grant plaintiff exhibitors first-run 
licenses); Meiseltnan v. Paramount Film Distr. Corp., 180 F.2d 94, 
97 (4th Cir. 1950) (affirming denial of preliminary injunction order- 
ing defendant to supply plaintiff for first time with first-run films); 
Barbys Frostcd Foods, Inc. v. McDonald's Corp., 1973-2 Trade Cas. 
H74,622 (D.N.J. 1973) (denying preliminary injunction reąuiring de¬ 
fendant to approve plaintiff as a supplier of frozen meat); Pitmcm- 
Moore, Inc. v. Dow Chemical Co., Civ. No. 480-73 (D.N.J. 1973) 
(unreported; reproduced at E405) (denying preliminary injunction 
mandating disclosure of know-how and granting of product rights). 

32. SCM attempts (Br., pp. 46-49) to avoid the force of this 
principle by citing several inapjKisite cases. National Association of 
Letter Carricrs v. Sombrotto, 449 F.2d 915 (3d Cir. 1971), arose 
in a uniąue statutory context in which a national imion, acting pur- 
suant to statute, imposed a trusteeship upon a local union which was 
presumptively valid for 18 months. A preliminary injunction to en- 
force the trusteeship was issued l>ecause the “statutory scheme . . . 
evidences an expectation that disputes over trusteeshins would be 
litigated with the trusteeship in effect” (Id. at 92i) Danielson v. 
Local 275, 479 F.2d 1033 (2d Cir. 1973), ordered a preliminary 
injunction against picketing, thus restoring conditions to their last 
uncontested status before picketing commenced. In Interphoto Corp. 
v. Minolta Corp., unreported (S.D.N.Y. 1969), aff’d, 417 F.2d 621 
(2d Cir. 1%9), the District Court entered a supplemental prelimi¬ 
nary injunction requiring Minolta to ship goods to the plaintiff in 
California (where deliveries had not previously been madę) to prevent 

(footnote continued on next page) 
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2. Irreparable Injury —In a senes of decisions this 
Court has established that a preliminary injunction may 
issue only if one of two alternative standards is satisfied. 
As stated most recently in Columbia Picłures Industries, 
Inc. v. American Broadcasting Companics, Inc., No. 74-1172 
(2d Cir. July 3,1974) at p. 4664: 

“The standard factors which this court now consid- 
ers upon an application for a preliminary injunction 
are well-known: (1) elear likelihood of success on the 
law and the facts then available and possible irrepara¬ 
ble injury, or (2) sufficiently serious ąuestions on the 
merita making them fair ground for litigation and a 
balance of the eąuities tipping decidedly in favor of 
preliminary relief.” 

The common denominator of both alternatives is the re- 
ąuirement that the plaintiff establish an immediate threat 
of irreparable injury if relief is not granted—a prerequi- 
site which this Court has denoted “the most significant 
condition which must be present to support the granting of 


an indirect violation of a prior order forbidding post-sale territorial 
restrictions; sińce the plaintiff at all times had a legał riglit to be free 
from such unlawful restraints, the supplemental injunction did not 
afford plaintiff a new status. As for Unicon Matiagemcnt Corp. v. 
Koppcrs Co., 366 F.2d 199 (2d Cir. 1966), this Court squarely held 
that “the order does serve to maintain and preserve the status quo, 
inasmuch as it does reflect Koppers' right of ultimate control, and in 
doing so, prevents the dissipation of the business and the |>ossible loss 
of records" (Id. at 204). And Pliiladclpliia World Hockey Club, Inc. 
v. Philadelpliia Hockey Club, Inc., 351 F. Supp. 462 (E.D. Pa. 1972) 
—the precedent most heavily relied upon hy SCM lx>th below and 
in this Court—was correctly distinguished by the District Court as 
involving “a precise practice of the defendant, the reserve clause in 
players’ contracts, rather than the defendant ’s overalI monopoly 
power” (A132-33). Finally, the suggestion hy the editors of the 
Harvard Law Keview (78 Harv. L. Hev. 994, 1057 (1965)) that the 
status quo principle does not apply to statutory violations is simply 
incorrect, particularly insofar as the antitrust laws are concerned, in 
light of the Clayton Act’s express direction that “tlie rules governing 
. . . proceedings (in equityj’' apply in private injunctive antitrust 
cases. 15 U.S.C. §26. Sec cases cited at pp. 26-27, supra. 
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a temporary injunction . . . .” Capital City Gas Co. v. 
Phillips Petroleum Co., 373 F.2d 128, 131 (2d Cir. 19G7). 83 

When the plaintiff is able to demonstrate a substantial 
likelihood of success on the merits, he must then go further 
and show a threat of irreparable injury. If the showing on 
the merits is less elear, and the plaintiff merely raises 
sufficiently serious ąuestions to make them fair ground for 
litigation, the Court must find not only a threat of immedi- 
ate irreparable injury but in addition that such irreparable 
harm decidedly outbalances the harm to the defendant if 
relief is granted. This was madę explicit by Judge Frank 
in Hamilton Watek, “the fons et origo of the second branch 
of the rule ’ ’ : 84 

“The judge must consider whether irreparable harm 
is likely to result to plaintiff if pendente lite ( i.e., ‘im- 
mediately’) the injunction is denied, and against this 
harm he must balance the harm to defendant likely to 
result if the relief is granted” (206 F.2d at 743). 35 

In private injunctive antitrust actions such as this, the 
eąuitable reąuirement of irreparable injury is not only 
established by well-settled eąuitable principles; it is man- 
dated by statute. Section 16 of the Clayton Act, 15 IJ.S.C. 
§26, expressly provides that a preliminary injunction may 

33. Accord, e.g., Foundry Sermees, Inc. v. Beneflur Corf>., 206 
F.2d 214, 216 (2d Cir. 1953) ("It is well settled that, ahsent a 
showing of irreparable injury of soine kind, no injunction pendente 
lite should be granted 

34. Missouri Portland Cement Co. v. Cargill, Inc., Nos. 74-1024, 
74-1025 (2d Cir. June 10, 1974) at 4076. 

35. SCM is thus incorrect when it asserts (Br., p. 40) that “as 
the showing of likelihood of ultimate success on the merits grows 
stronger, a preliminary injunction may t>c granted on a lesser show¬ 
ing of irreparable injury. No matter how strong a case the plain¬ 
tiff may present on the merits, it must establish immediate irreparable 
injury. As the Supreme Court recently stated in Scmipson v. Murrav 
39 L. Ed. 2d 166, 1P6 n.63 (1974), “irreparable injury . . . is a sq>a- 
rate issue that must be proved to the satisfaction of the Court by the 
person seeking equitable relief.” 
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be issued only upon "a sh-owing that the ćUmger of irrepara¬ 
ble loss or damage is immediate Congress thus drew 

a sharp distinction between the showing reąuired in a gov- 
ernment antitrust action” and that which a private suitor 
must make. The fact that there is a pubiic interest in anti¬ 
trust enforcement, or that SCM may denominate itself a 
“private attorney generał,” does not impair this statutory 
distinc' 'on in the slightest.” 

The law is also well settled as to what constitutes the 
irreparable injury that is a prereąuisite to the grant of a 
preliminary injunction. By definition, the naturę of the 
injury must be such that it cannot later be repaired. As 
the Supreme Court declared in Sampson v. Murray, 39 
L. Ed. 2d 166, 187 (1974): 

36. In the District Court SCM argued—in the teeth of Section 
16’s express mandate—that it sufficed to show irreparable injury to 
the pubiic as distinguished (roni itself (E455-57). This patently er- 
roneous argument is not advanced on this appeal. 

37. Section 15 of the Clayton Act, 15 U.S.C. §25, which ap- 
plies to suits by the Department of Justice, permits such preliminary 
relief “as shall be deemed just in the premises” and does not add 
Section 16’s express requirement of immediate irreparable injury. 

38. The pubiic interest is presently being pursued by the Federal 
Trade Commission in a broad-based proceeding, commenced six 
months before the advent of SCM as a private suitor, asserting all 
of the antitrust violations by Xerox asserted by SCM. FTC Dkt. 
8909, filed January 16, 1973. As this Court recently pointed out 
in affirtning Judge Palmieri’s denial of a preliminary injunction in 
Columbia Pictures Itidustries, Inc. v. American Broadcasting Com- 
panics, Inc., supra, “institution of litigation by the Justice Depart¬ 
ment . . . takes the ground front under appellants’ argument that 
they are the vindicators of the ‘pubiic interest’; indeed, the public’s 
interest is transcendent of and morę complex than, not co-extensive 
with, the appellants' own intcrests” (Slip Opinion ai 4668). See 
also, Judge Palmieri’s opinion in that case, 19/4 Trade Cas. fl74,912 
at pp. 96.100-01 (S.D.N.Y. 1974). 

SCM’s reference to Gulf & Western Industries, Inc. v. Great 
Atlantic & Pacific Tea Co., 476 F.2d 687 ( 2d Cir. 1973), takes it 
nowhere. Far from dispensing with Section 16’s requirement of ir¬ 
reparable injury, this Court stressed the fact that the District Court’s 
ruling (which it affirmed) was premised “abovc all else” on the ir¬ 
reparable hann which A&P would sufler in the absence of prelimi¬ 
nary relief ( Id. at 698). 


I 







“ ‘The key word in this con3ideration is irreparable. 
Mere injuries, however substantial in terms of money, 
time and energy necessarily expended in the absence of 
[an injunction], are not enough. The possibility that 
adeąuate compensatory or other corrective relief will 
be available at a later datę, in the ordinary course of 
litigation, weighs heavily against a claim of irreparable 
harm.’ ” (Quoting from Virginia Petroleum Jobbers 
Ass’n v. FPC, 259 P.2d 921, 925 (D.C. Cir. 1958) (em- 
pbasis by the Court). 

Put another way, the reąuirement of irreparable injury is 
an aspect of the classic principle that an eąuitable remedy 
cannot be afforded when there is an adeąuate remedy at law 
in money damages. E.g.,Columbia Pictures Industries, Inc. 
v. American Broadeastimg Companies, Inc., No. 74-1172 
(2d Cir. July 3,1974) at pp. 4666-67; Foimdry Sermces, Inc. 
v. Beneflua; Corp., 206 F.2d 214, 216 (2d Cir. 1953); Heldman 
v. United States Laum Tennis Ass’n, 354 F. Supp. 1241,1249 
(S.D.N.Y. 1973); Shelley v. The Maccabees, 183 F. Supp. 
681, 684 (E.D.N.Y. 1960). 

A finding of immediate irreparable injury also pre- 
supposes an urgent need for relief—a need which is belied 
by a plaintiff’s inordinate delay in seeking eąuitable inter- 
vention. As Judge Palmieri held in Columbia Pictures In¬ 
dustries, Inc. v. American Broadcasting Companies, Inc., 
1974 Trade Cas. fl74,912 at p. 96,099 (S.D.N.Y. 1974), af’d, 
No. 74-1172 (2d Cir. July 3, 1974) at p. 4668: 

“A motion for a preliminary injunction is necessarily 
predicated on an urgent need for speedy relief in order 
to preserve and protect the rights of the moving party. 
But the dilatory behavior of the plaintiffs in seeking 
sueh relief must be deemed to demonstrate a lack of 
urgoncy under the circumstances as well as casting 
considerable doubt on the necessity for precipitate and 
drastic relief. While this may be insulBcient to bar 
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permanent injunctive relief after trial, it may eąuitably 
foreclose the plaintiffs from complaining of delays 
which ordinarily precede a fuli trial of all the issues.” 

Accord, e.g., Vełerans of Foreign Wars v. Durable Out- 
fitters lnc., 88 F. Supp. 731, 732 (S.D.N.Y. 1949) (Kaufman, 
J.); Lunkenheimer Co. v. Condec Corp., 268 F. Supp. 667, 
672 (S.D.N.Y. 1967); American Fabrics Co. v. Lace Art, 
lnc., 291 F. Supp. 589, 592 (S.D.N.Y. 1968). 8 ® 

The legał principles applicable to the issuance of a pre- 
liminary injunction in a private antitrust action are thus 
well settled and beyond dispute: (1) A plaintiff may ob- 
tain such relief to preserve or restore the status quo, but 
not to secure a new status never previously enjoyed; and 
(2) In no event may the extraordinary remedy issue absent 
a showing that the plaintiff will otherwise suffer imme- 
diate irreparable injury. Since SCM’s motion for an in¬ 
junction pendente lite was plainly deficient on these counts, 
the District Court declined SCM’s hmtation to hołd a pro- 
tracted trial to determine the academic question of whether 
SCM could establish a substantial likelihood of success on 
the issue of antitrust violation. As we shall demonstrate, 
this ruling was correct with respect to the specific relief 

39. SCM misconceives the naturę of this principle when it argues 
that Xerox relies on a “laches” defense (Br., pp. 51-52). Xerox 
madę no claim on this motion that SCM’s antitrust action is l>arred 
by laches, but only, in Judge Palmieri’s words in Columbia Pictures, 
that delay, while it “may be insufficient to bar permanent injunctive 
relief after trial . . . may eąuitably foreclose the plaintiffs from com¬ 
plaining of delays which ordinarily precede a fuli trial of all the 
issues”—a holding affirmed by this Court, slip opinion at p. 4668. 
Thus, SCM’s reliancc on Intcrnational Telephonc & Tclegraph Corp. 
v. General Telephone & Electronics Corp., 296 F. Supp. 920 (I). 
Haw. 1969), which lield a laches defense on the merits unavailable in 
an antitrust case, is inapposite. And Lovc v. Atchison, Topeka & 
Sante Fe Ry., 185 Fed. 321 (8th Cir. 1911), is likewise beside the 
point because the railroads’ “acąuiescence” there in the utilization of 
confiscatory rates was "under protest, under the penalty of drastic 
fines” (Id. at 332). 
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sought by SCM in its motion (as defincd in its amended 
complaint) and the host of other “conceivable” remedies 
which the District Court allegedly was empowered to grant. 


B. The Specific Relief Sought in SCM’« Motion 

SCM’s renewed preliminary injunction motion (A115) 
sought “the preliminary injunctive relief reąuested in para- 
graphs 49 through 53 of the First Claim of its amended 
complaint.” That relief fell into three categories: 

(1) Abrogation of employee covenants not to compete 
(1153, A92); 


(2) Disclosure of Xerox’ manufacturing and market¬ 
ing plans 0152, A92); and 

(3) Freedom from assertion of Xerox’ patent rights 
by mandatory patent license and injunction against 
infringement suits (MI49-51, A91-92). 

We shall discuss each of these categories seriatim. 


1. Employee Covenants. Xerox’ formal representation 
that no post-employment covenants not to compete are pres- 
ently in effect and its unequivocal undertaking not to enter 
into any such agreements during the pendency of this law- 
suit completely dispose of SCM’s request for preliminary 
relief directed to such covenants. As the District Court 
held, Xerox’ “undertaking, if it does not moot the claim 
for preliminary injunctive relief with respect to such cove- 
nants, at least makes it apparent that SCM can suffer no 
irreparable injury for lack of such relief” (A135). 40 SCM’s 
astonishing refusal to accept Xerox’ unambiguous repre- 
sentations and its insistence on an evidentiary hearing to 


40. As Professor Moore notes, “irreparable injury is not shown 
when there is no showing that defendant is attenipting to do, or in- 
tends to do what the plaintiff seeks to have enjoined.” 7 T Moore 
Federal Practice 1J65.04[1 J at p. 65-42 n.7c (2d Ed. 1973) 
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establish its right to relief enjoining enforcement of non- 
existent agreements (Br., p. 41) is convincing proof of 
SCM’s real purpose on this raotion—tc achieve a prema- 
ture trial and advisory opinion on the merita of its monop- 
olization claim. This is transparently elear in light of the 
fact that SCM does not even claim that tliere is a single 
present or former Xerox employee who wanta to work for 
SCM but has heen restrained from doing so by virtue of 
a covenant with Xerox (E657-58; A135). By continuing 
to advance this prayer for relief, SCM is grasping at straws. 

2. Secreł Plans. SCM’s reąuest for an unprecedented 
injunction ordering the disclosure pendente lite of Xerox’ 
secret manufacturing and marketing plans is also patently 
improper for two reasons: (a) such relief would change 
the status quo—and permanently to boot—by affording 
SCM a never-before enjoyed status; and (b) any claim of 
irreparable injury if such plans are not disclosed is totally 
ephemeral. 41 

Despite SCM’s contention that “each of the particular 
forms of relief described in fitf49 to 53 of the amended com- 
plaint . . . are designed to maintain the status quo at the 
commencement of the action” (Br., pp. 43-44), disclosure of 
Xerox’ secret plans to its competitor unquestionably would 
create, in the District Court’s language, “a significant 
change in the status quo” (A135). What is morę, as the 
District Court noted, such a change in the parties’ status 
would be “an irrevocable one .. . far beyond the legitimate 
scope of a preliminary injunction. If Xerox prevails on the 
merits, it will not be able to return its plans to their current 
position of secrecy” (A135). SCM cannot be Berious in 

41. SCM cites no case, and we are aware of nonę, in which a pre¬ 
liminary injunction ordered the disclosure of secret futurę plans 
prior to a fuli a 'Judication of wrongdoing. 
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suggesting that Xerox could be protected “with a direction 
to SCM to return and not use the information at the end of 
the case if SCM should lose, with a bond or with other 
means” (Br., pp. 48-49). Once a valuable comraercial secret 
is disclosed, its secrecy is gone forever insofar as the recip- 
ient is concerned. SCM’s reference to the normal con- 
fidentiality provisions in trade secret licenses is totally 
beside the point sińce they protect licensors only from dis- 
closure by the licensee to unlicensed third persons—not 
from disciosure to the licensee itself. And how an injunc- 
tion bond or unspecified “other means” could conceivably 
restore the secrecy of Xerox ’ plans once they are revealed 
defies the imagination. 

Moreover, SCM cannot possibly establish that it would 
be irreparably injured without access to Xerox’ secret 
plans. To begin with, this particular prayer for prelim- 
inary relief was an obvious afterthought, sińce it was not 
sought in SCM’s original motion and complaint. Morę 
fundamentally, SCM has no present need for such relief. 
It is simply incredible to suppose that SCM cannot compete 
without access to Xerox’ plans when numerous other com- 
panies (including Litton, IBM, 3M, Van Dyk, Remington 
Rand and several Japanese and European companies) are 
now marketing plain paper copiers without them—not to 
mcntion SCM itself, which is presently sclling such a 
product in competition with Xerox.'** 

42. Indecd, SCM would not be entitled to such relief even after 
a victory at trial. There is no logical nexus between SCM’s allcged 
unlawful exclusion from the manufacture and marketing of plain 
paper copiers and its desire to obtain access to its competitor’s con- 
fidential plans. SCM’s only argument in support of this request is 
that, under Alcoa, a monopolist may not expand its activities to sat- 
isfy futurę market needs (Br., p. 48). Wholly apart from the fact 
that Alcoa contains no such simplistic holding, the case has nothing 
to do with supplying a competitor with valuab!e secret plans. 
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Finally, disclosure of Xerox’ coniidential plans to SCM 
would be inherently anticompetitive. As noted in American 
Crystal Sugar Co. v. Cuban-American Sugar Co., 152 F. 
Supp. 387, 394 (S.D.N.Y. 1957), aff’d, 259 F.2d 524 (2d Cir. 
1958), a case which enjoined an acquiring company from 
voting its Btock to obtain representation on a competitor’s 
board of directors: 

“Any such representation would give the nominee of 
defendant an opportunity to be tboroughly acąuainted 
with the business and plans of the plaintifF company 
and thereby to limit the effectivencss of the competi- 
tion between them." 

The short of the matter is that by seeking access to 
Xerox’ plans, SCM asked the District Court to confer upon 
it a totally improper competitive advantage. SCM did not, 
and could not, offer to show how it would be irreparably 
injured unless it could pry into Xerox’ confidential plans. 
The District Court was eminently correct in ruling that “in 
no event would a preliminary injunction issue to provide 
such relief" (A135). 

3. Access to Patents. Paragraphs 49 through 51 of the 
amended complaint sought a number of injunctive provi- 
sions all of which, in essence, would accomplish the same 
result. SCM, its customers and suppliers would be spared 
during the pendency of this action from any assertion of 
Xerox’ patent rights with respect to the manufacture, use 
and sale of plain paper copiers—in practical terms a patent 
license pendentc lite. The denial of such relief was correct 
because (a) it would grant SCM a new status as licensee 
“appropriate only if SCM wins this lawsuit” (A137); and 
(b) in light of Xerox’ undertakings, SCM could not pos- 
Bibly suffer immediate irreparable injury absent the re- 
lief (A137-38). 
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The grant, by preliminary ir.junction, of a patent li- 
cenne would obviously change the status quo dramatically 
—contrary to applicable equitablc i>rinciplos (pp. 20-27, 
supra). SCM is no morę entitled to obtain such a liconse 
pendenłe lite than werc the theater ownors entitled to first- 
run film licenses in Warner Bron. Picturcs, Inc. v. Git tonę, 
110 F.2d 292 (3d Cir. 1940), and Meisclnmn v. Paramount 
Film Distr. Corp., 180 F.2d 94 (4tli Cir. 1950), the meat sup- 
plier to a frozen-food supply contract in Barbys Frosted 
Foods, Inc. v. McDonald’s Corp,, 1973-2 Trade Cas. 1174,622 
(D.N.J. 1973), or the pharrnaceutical companies to product 
rights and know-how in Pitman-Moore, hic. v. Dow Chem¬ 
ical Co., Civil No. 480-73 (D.N.J. 1973) (unreported; repro- 
duced at E405). 

Since SCM may not bo granted a patent liconse pendente 
lite because it would thereby attain new status, it may not 
secure the substantial equivalent of such a liconse in the 
form of a prohibitory injunction against the institution or 
tliroat of patent infringement suits (Amended Complaint 
Tf49, A91; Br., p. 40). The absence of any meaningful dis- 
tinction in this rogard between mandatory and prohibitory 
relief is domonstratod by the Gittone and Meiselman cases, 
whero the injunctions sought, thougli prohibitory in form, 
were nevertheless held improper as afTording plaintifTs a 
new status. 

But wholly apart from the status quo doctrino, thore 
is another insurmountable obstaclo to SCM’s requost for 
a mandatory patent licenso (or its prohibitory obvorso). 
In the circumstances of this case, and particularly Xerox’ 
undertakings (p. 21 n.21, supra), the roquestod relief is un- 
availablc to SCM because it cannot conceivably suflfer ir- 
reparabie injury if the relief is not granted. 

We deal first with Xerox’ undertakings with respect to 
the United States, Canada and Latin America—where 


I 

L 
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Xerox’ legał authority to act is unencumbered by the rights 
of The Rank Organisation, which has a 49% votłng interest 
in Rank Xerox. Xcrox has represented that. should it 
choose to coramence a patent suit against SCM pendente 
lite, it will not seek a prcliminary injunetion to enjoin the in- 
fringement during the pendency of such a suit. This obvi- 
ates any possibility of irreparable injury resulting i rom the 
lack of a patent license. For SCM is as free todey to man- 
ufacture and market plain paper copiers pendenie lite with- 
out fear of judicial restraint predicated on Xerox’ patents 
as it would be if it were the recipient of a license pursuant to 
a preliminary injunetion. License or no license, SCM can 
compete during the pendency of this litigation; Xerox’ 
patents in no way impede SCM’s rlready demonstrated 
ability to market its produets. 4 * In light of Xerox* under- 
taking not to seek a preliminary injunetion against in- 
fringement pendente lite, the only harm that SCM could 
possibly sufifer absent a license would be the expense of 
defending an infringement suit. 44 And such monetary 


43. SCM’s as^ertion (Br., p. 34) that the threat of a Xerox 
patent suit hangs over its head hke a Sword of Damocles is no morę 
than empty rhetoric. Since Xerox will not seek to enjoin infringe¬ 
ment until SCM’s antitrust daim is adjudicated, whatever “sword” 
may exist has no edge pendente lite. 

44. It is absurd to suppose that SCM, with 1973 total asscts in 
excess of $500 million and net sales of $1 billion, could not a fiord to 
defend a patent infringement suit. When, on orał argument, SCM’s 
counsel madę the incredible assertion that the defense of such litiga¬ 
tion might wipe SCM out (E644), the Court asked how SCM ex- 
pected to pay infringement daniages on an injunetion hond if a 
mandatory license were ordered and SCM lost this action on the 
merits (Id.). SCM’s counsel replied that such payments “would be 
substantially less than the enonnous sums of money that would be 
required to engage in full-fledged patent infringement litigation with 
Xerox during the pendency of this action" (E645). This prompted 
the Court, incredulously, to inąuite whether SCM could aflford this 
litigation (Id.). 
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expense—if, indced, it should evor be incurred—clearly 
docs not constitute irreparable injury. 48 

Moreover, sińce Xerox has not in fact either brought 
or threatened to bring a patent infringcment suit against 
SCM, there is no existing threat that wlmtever minimal 
monetary injury might be caused by such litigation will in 
fact occur. To the contrary, in the year sińce this action 
was commenced, SCM has entered the plain paper copier 
field with a product purcbased from Van Dyk Research Cor¬ 
poration (E416), and it is continuing its own development 
work on another plain paper copier which it anticipates 
will be marketed in 1975 (ld.; E282). SCM is thus at this 
very moment actively competing with Xerox without a li- 
cense and without the need to defend a patent infringcment 
Buit. Having already crossed the bridge, it can hardly as- 
sert that it needs a preliminary injunction to transport it 
across the water. 

What is morę, Xerox’ undertaking to provide SCM with 
90 days notice of any intention to commence an infringe- 
mci.t suit utterly destroys any possible elaim of threatened 
immediate injury to SCM in that regard. In the event 
Xerox should ever give such notice, SCM would have amplo 
time to renew its motion and attempt to persuade the Dis- 
trict Court that it confronts irreparable injury if the action 
is not enjoined. Sce Columbia Pictures Industries, Inc. v. 
American Broadcasiing Companics, Inc., No. 74-1172 (2d 

45. SCM’s reliance (Br., p. 37) on Zcnith Radio Corp. v. Hasel- 
tine Research, Inc., 395 U.S. 100, 120 (1969), as an example of the 
kind of "irreparable injury sufTered by SCM by reason of Xcrox’s 
unlawful refusal to grant a license," is totally misplaced. The Su¬ 
premę Court was discussing the issue of "injury to [Zenith’s] busi¬ 
ness” after a trial on the merits, not irreparable injury prior to trial on 
a preliminary injunction motion. 






40 


Cir. Ju’y 3,1974) at pp. 4664, 4670. Even then, the motion 
would be “doomed to failure” because SCM would have 
the option either to defend the suit (thus incurring only 
monetary expense) or to accept Xerox’ offer of a license 
pcndente lite at a 4% royalty (also incurring only a mone¬ 
tary outlay). Neither of these possibilities amounts to 
irreparable injury. 

In short, insofar as the United States, Canada and Latin 
America are concerned, there is no way that SCM can be 
irreparably injured in the absence of a preliminary injunc- 
tion ordering Xerox to grant it a patent license—a fact 
underscored by SCM’s failure to accept Xerox’ offer, madę 
almost five months ago, of such a license pendente lite 
covering the machines SCM is presently marketing and 
developing. There could be no better proof that SCM’s mo¬ 
tion is predicated, not on any urgent need, but on a desire 
for a premature advisory opinion on the merits of its anti- 
trust claim. 

Xerox’ undertakings with respect to countries in which 
Bank Xerox has pertinent rights were identical to those 
mado with respect to the United States, Canada and Latin 
America “to the cxtent that Xerox has the legał authority 
to accomplish them” (E760). Sine..- neither Rank Xerox nor 
The Rank Organisation (which has a 49% voting interest) 
is a party to this action, were the Court to issue a prelimi¬ 
nary injunction it could do no moro than reąuire Xerox to 
do what it “has the legał authority to accomplish.” Accord- 
ingly, Xerox’ undertakings constitute the substantial equiv- 
alent of an order of the District Court obliging Xerox to do 
what it has undertaken. Furthermore, SCM has not been 
threatened by Xerox or Rank Xerox with any patent in- 
fringement suit or other act which would stand in its way 
abroad. It can thus suffer no possible immediate irrepara- 
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ble injury if the patent-related relief it reąuests is not 
granted as to foreign countries outside the Western Hemi- 
sphere. 48 

The District Court’s conclusion that SCM “eannot show 
irreparable injury for lack of the particular forms of pre- 
liminary relief it seeks ...” (A139) is buttressed by the 
inordinate delay between the time SCM claims it was first 
threatened with injury from Xerox’ alleged monopoliza- 
tion and the time it sought the aid of a court of eąuity. As 
we have noted (pp. 31-32, supra), sucli delay weighs most 
heavily against any litiganfs claim that it will be irrepa- 
rably injured if a preliminary injunction is not granted. 

The amended complaint alleges that SCM was excluded 
from plain paper copier manufacture “no later than 1963” 
(T124, A78). It further asserts (H62, A94) that in 1964 SCM 
received a patent license from Xerox expresdy limited to 
coated paper copiers. Yet SCM saw fit to wait ten years 
before commencing suit. 

SCM’s assertion (Br., p. 52) that it alerted the Federal 
Trade Commission to Xerox’ alleged illogality in 1966 and 
urged the F.T.C. to take action against Xerox for 3 years 
following that datę hardly negates the inescapable conclu¬ 
sion that SCM ’s decade-long delay in seeking eąuitable re¬ 
lief belies the urgency inherent in any claim of irreparable 
injury. Surely SCM was aware that the Commission does 

46. Solely on the strength of United States v. Columbia Steel Co., 
71 F. Supp. 734 (D. Del. 1947), SCM asserts that it was erroneous 
for the District Court to rcly on Xerox’ undertakings without hold¬ 
ing the extensive evidentiary hearing SCM reąuested (Br., p. 42). 
That case is totally beside the point. The issue there was whether 
the court could enter a preliminary injunction on terms proposed by 
the defendant and opposed by the goyernment. The cpurt held that 
it had no power to enter such an injunction without a hearing be- 
cause F.R. Civ. P. 65 reąuired it to make fmdings of fact l>efore a 
preliminary injunction could issue. Here, per contra, no injunction 
may issue because SCM eannot l>e irreparably injured; and Xerox' 
formal undertakings underscore the absence of any such irreparable 
injury. 
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not act instantaneously; that the commencement of an in- 
vestigation in 1969 could not reasonably be expected to re- 
sult in an immediate complaint—if, indeed, a complaint 
is ever filed; and that the filing of a complaint does not 
result in an immediate order—if, indeed, an order is ever 
issned. If SCM were truły threatened with immediate ir- 
reparable harm by virtue of Xerox’ allcged unlawful acts, 
it would, like the normal suitor seeking a preliminary in- 
junction, have sought relief promptly. Its failure to do so 
eiposes the emptiness of its present claim of irreparable 
injury. See Columbia Pictures Industries, Inc. v. Amer¬ 
ican Broadcasting Companies, Inc., 1974 Trade Cas. 1174,912 
at p. 96,099 (S.D.N.Y. 1974), aff’d, No. 74-1172 (2d Cir. 
July 3, 1974) at p. 4668. 

Since SCM demonstrably has no need for the prelimi¬ 
nary relief it seeks, its purpose in making a motion for a 
preliminary injunction, of necessity, was other than to pre- 
serve the status quo and avoid irreparable injury pendente 
lite. There is no need to speculate on that score, sińce 
SCM has disclosed its true motivation ou several occasions 
in the course of this litigation: to obtain from the District 
Court an advisory opinion as to SCM’s likelihood of suc- 
cess on the merits of its antitrust claim in order to facilitate 
futurę investment decisions. This has been elear from the 
very outset of this case (see p. 8, supra). The most 
recent eipression of SCM’s desire that the Court act as 
an odds-maker and advise SCM now what its chances are 
of ultimate victory appears in its brief on this appeal: 

“Moreover, the very granting of any preliminary 
relief, based on a finding of likely ultimate success by 
SCM, would have a salutary effect on SCM’s willing- 
ness to attempt further penetration of the business as 
a competitor, and on the industry generally. Wholly 
apart from the benefits of the particular relief granted, 





the injunction would indicate that permanent relief 
creating an atmosphere in which competition is en- 
couraged is likely to occur in the foreseeable futurę, 
Thus, potential competitors would be encouraged to 
make investments in this industry because the risks 
would appear rcduced. SCM’s ability to sustain losses 
and to commit Capital would be enhanced, thus increas- 
ing its possibility of ultimately becoming an effective 
competitor” (Br., pp. 39-40). 

It goes without saying that the rendering of judicial advice 
is not the purpose of a prelirninary injunction, and that the 
lack of such advice does not constitute irreparable injury. 4T 

This desire for an advisory opinion accounts for SCM’s 
extraordinary list of othor “conceivable” interlocutory 
remedies which it asserts the District Court has power to 
grant. The Court properly refused to consider such relief, 
which SCM never formally requested. Furthermore, no 
such relief could properly be granted because SCM, hav- 
ing an adequate remedy at law, cannot be irreparably in- 
jured the absence of a prelirninary injunction. 

C. SCM’s Laundry List of “Conceivable" Remedies 

Although SCM’s motion (Al 15) sought only “the pre- 
liminary injunctive relief requested in paragraphs 49 
through 53 of the First Clairn of its amended complaint,”*® 
it studded its briefs in the District Court with a constantly 
expanding list of other “kinds . . . of relief which con- 
ceivably can be granted . . .” (E476). SCM asserts that 
the court helów erred in failing to consider the availability 
of such “conceivablc” remedies (Br., pp. 25-26), even 

At th f.. oral argument, the District Court pointedly asked 
bCM s counsel lf lie was aware of any authority supporting the issu- 
ance of a prelirninary injunction for such a puriKJse. Counsel re- 
plied in the negative (E686). 

48. The motion also added a hoilerplate rer|uest “for such other 
or further or alternative relief as may !« appropriate and necessary 
and as the Court may deem just and proper” (Id.). 3 
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though it never categorically reąuested the Court to grant 
them. SCM’s position reflects a basie misunderstanding 
of the issue before the District Court. 

According to SCM, the issue was “whether there are 
any conceivable remedies for the alloged wrongs during 
the pendency of the action” (Br., p. 22). 49 But Xerox did 
not move to dismiss SCM’s complaint for legał insufficiency, 
that is, for failure to state a claim upon which relief can be 
granted. The issue before the District Court on SCM’s 
preliminary injunction raotion was not the existence of a 
conceivable reraedy; rather, it was the existence vel rum 
of a aemonstrable need on SCM’s part for the extraor- 
dinary remedy of a preliminary injunction. 

There is all the difference in the world between a motion 
to dismiss for legał insufficiency under Bule 12(b)(6) and 
Xerox’ opposition to SCM's preliminary injunction motion. 
Whereas a complaint will not be dismissed if the court finds 
that, on the facts pleaded, “some relief, not limited by 
the reąuest in the complaint, can be granted” (Norwalk 
CO RE v. Norwalk Rederelopnumt Agency, 395 F.2d 920, 
925-26 (2d Cir. 1968)), a preliminary injunction may issue 
only upon a showing of threatened immediate irreparablp 
injury. In the former case, the plaintifTs claim is dis¬ 
missed outright, while in the latter he merely fails to obtain 
an extraordinary remedy for failure to establish its legał 
prerequisites. The authorities cited by SCM (Br., pp. 24- 
25) under Bule 12(b)(6) are thus inapposite here. 

In short, SCM’s argument that the lower court had 
“power” to grant a variety of possible remedies is totally 

49. SCM’s statement of the questions presented on this appeal 
reflects the same misconception: “[SJhould the court have refused 
to constder whether there are any other conceivable forms of relief 
which it possesses power to fashion and grant . . .” (Br., p 2)? 
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beside the point. The District Court recognized the exist- 
ence of sueh power (A134) but properly focused its in- 
ąuiry on the crucial question of SCM’s need for immediate 
relief. 50 

SCM’s papers can be searched in vain for any claim, 
much less supporting factual averments, of an immediate 
need for any single one of the numerous “conceivable” 
remedies it asserts might be appropriate. SCM’s argu¬ 
ment below with respect to one such item—access to Xerox’ 
unpatented technology ( i.e ., secret know-how)—is illustra- 
tive. 


50. In light of F.R. Civ. P. 7(b)(l)’s requirement that “an 
application to the court for an order shall be . . . in writing . . . and 
• • • forth the relief or order sought," the District Court was justi- 
^ ’, n n 9* considering the “conceivable” remedies enumerated in 
SCM s bnefs, nonę of which was called for in the motion or specifi- 
,. ly recjuested in writing, and in testing SCMs riglit to preliminary 
relief with reference to the specific relief it is seeking” (A 134) See 

u g \ A l g f r V ;£ ayes - 452 F2(1 W1 ( 8t,) Cir. 1972) ; Seąuoia'Union 
Hvgh School District v. United States, 245 F.2d 227 (9th Cir 1957) • 
Bartholomew v. Port, 309 F. Supp. 1340 (E.D. Wis. 1970) i United 
States v 64 88 Acrcs 2 5 F.R.D. 88 (W.l). Pa. 1960,; Steincjut v. 
National City Bank, 36 F. Supp. 486 (E.D.N.Y 1941) 

The cases cited by SCM (Br., p. 25 n.l) are inapposite. 
Eastman Kodak Co. v. Fotomat Corp., 317 F. Suno 304 (W) (A 
1970), 441 F.2d 1079 ( 5,1, C T 1971). i,,»„u“i 

a r'™ ' so “&ht specified preliminary relief in generał form 

which the Court, after negotiation lietween the parties, narrowed to 
greater specificity. There is no suggestion in the opinion that relief 
of a type not sought in the motion could be granted. Columbia Broad- 
castmg System, Inc. v. ASCAP, 320 F. Supp. 389 (S.D N Y 1970) 
hkewise inyob ed the court’s determination of the sjiecifics of relief 
which had been generally requested by the moying party. The ino- 
tion asked alternatively, for payments pn,Jenie lite or prohibition 
llT"* 0 ! ASCA . P ; s mus,c - B °th parties preferred the former, and 
a ww ^“hioned '* s own formula for computing a rcasonable fee 

(% e \yKY°\lfJ\ Cderal P ep0sit . Ins ' tran ™ Corp., 268 F. Supp! 
J/8 (S.D.N.Y. 1967), mcrely permitted an amendment to a motion 






In its main brief below, SCM summarily stated that 
“access to the unpatented technology maintained in secret 
by Xerox may be equally as vital to SCM as access to 
Xerox’s patented technology, in SCM’s attempts to keep 
abreast of Xerox’s existing technology and the innovations 
to come” (E487; emphasis supplied). 81 SCM did not assert 
that such drastic relief 82 is necessary to avoid irreparable 
injury. Nor could it do so in light of the fact that it did not 
even conjure up the possibility of such a preliminary rem- 
edy until seven months after the commencement of this 
action and three months after the filing of its amended com- 
plaint. 88 Moreover, it is apparent that SCM does not need 
Xerox’ know-how to compete effectively. Numerous other 
companies, nonę of which has access to any of Xerox’ un¬ 
patented technology, are now in the market with plain 
paper copiers and vigorously competing with Xerox. And 
one of these—Van Dyk Research Corp. (SCM’s supplier) 
—a company infmitely smaller that SCM—has developed a 
machinę which SCM itself declares is “the fastest plain 
paper copier on the market” (E482). SCM can hardly 
plead technological inability to do what Van Dyk has al- 
ready done. 

51. SCM went on to assure the Court that it "has ecjuitahle 
power to require Xerox to license unpatented technology to SCM” 
(id.), again stressing the Court’s power to grant relief rather than 
SCM’s need for it. See aiso, SCM’s rq>ly brief below (E563). 

52. The Supreme Court, in Kewanee Oil Co. v. Bicron Corp., 40 
L.Ed.2d 315 (1974), has recentiy stressed the significant interest a 
company has in protecting its trade secrets. See also, Painton & Co. 
v. Bourns, Inc., 442 F.2d 216 (2d Cir. 1971). SCM, in this case, 
suggests the propriety of ordering the Wholesale disclosure of all of 
Xerox’ valuable know-how, pcndente lite —a drastic and unprece- 
dented preliminary rcmedy. 

53. That this was not a matter of oversight is evidenced by the 
amended eomplaints prayer for disclosure of unpatented technology 
as a matter of permanent injunctive relief (([42, A89). SCM thus 
consciously determined that it did not need access to Xerox’ know- 
how pendente lite. 
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Without belaboring the obvious, the same self-evident 
absence of irreparable injury flowing from each of the 
other “conceivable” remedies enumerated by SCM appears 
from even a cursory reading of its papers in the District 
Court. 

SCM’s panoply of “conceivable” preliminary remedies 
is legally unavailable to it for another reason. Given its 
acknowledged presence in the markctplace with a plain 
paper copier, whatever injury it might suffer if the possible 
relief it enumerates is not granted and Xerox loses this 
suit will be compensable in money damages. This con- 
stitutes an adeąuate remedy at law. Columbia Picłures 
Industries, Inc. v. American Broadcasting Companies, Inc., 
No. 74-1172 (2d Cir. July 3, 1974) at pp. 4G6G-G7. The 
amended complaint alleges that the past injury resulting 
from SCM ’s alleged esclusion from the field amounts to 
at least $145 million (fl58, A93)—damages which SCM 
solemnly told the District Court it could prove in at 
least two ways (E294-95). Whatever injury SCM might 
suffer during the pendency of this action would be iden- 
tical to that which it claims it has already incurred— 
the profits it would have earned liad it not been impeded 
by Xerox’ allegedly uniawful acts. If SCM can, as it 
claims, establish its damages for the past, it follows 
that, by the time of trial, it will be just as able to prove 
them for the period of this action’s pendency. And SCM’s 
argument (Br., p. 43 n.l) that the uncertainty of the amount 
of its damages renders its injury irreparable is laid to rest 
by this Court ’s decision in Columbia Pictures Industries : 

“And, while damages may be difficult to compute, they 
are provable by inference from the acts and their tend- 
cncy to injure, as well as from evidence of business, 
prices, profits and values.’’ Slip opinion at 4GG7 cit- 
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ing Bigelow v. RKO Radio Pictures, Inc., 327 U.S. 251, 
264-65 (1946). M 

See also, O.M. Droney Beverage Co. v. Miller Brewing Co., 
1973-2 Trade Cas. 1174,797 at p. 95,560 (D. Minn. 1973); 
Ilershel California Fruit Products Co. v. TIunt Foods lnc., 
111 F. Supp. 732, 735 (N.D. Calif. 1953), appeal dismissed, 
221 F.2d 797 (9th Cir. 1955). 


In the finał analysis, SCM ’s position on irreparable in- 
jury boils down to the argument that any łitigant with 
standing to assert a private eąuitable antitrust claim is 
automaticałly threatened with irreparable injury. Its brief 
could not be clearer on the point: 


54. Judge Palmieri, wlio sat l>elow in Columbia Pictures, dis- 
cussed the point at some length: “While it is true that it appcars 
at this point that plaintiffs’ daniages, if any, would ultimately rerpiirc 
computation on the ł>asis of their foreclosure from the market, plain¬ 
tiffs make no attempt to demonstrate why it will not ł»e possihle to 
do so, if and when the problem arises. Plaintiffs merely assert, ipse 
dixit, that it will not be possihle to do so. But neither prospective 
difficulty in computing damages nor the fact that the computations 
will be based on the effects of foreelosed competition necessarily pre- 
dude sudi computations. [citing cases] Moreover, plaintiffs will 
fali within the penumbra of the elementary principle that ‘the wrong- 
doer shall bear the risk of the uncertainty (of damages j which his 
wrong has crcated.’ Klinger v. Baltimore & Ohio R. R. Co., 432 
F.2d 506, 516 ( 2d Cir. 1970). See Bigelow v. RKO Radio Pic¬ 
tures, Inc., 327 U.S. 251, 264-65 (1946). The Supreme Court has 
consistently reaffirmed that absent morę precise proof the factfinder 
may ‘conclude as a rnatter of just and reasonable inference from the 
proof of defendants’ wrongfui acts and their tendency to injure plain¬ 
tiffs’ business, and from the evidence of the decline in prices, profits 
and values, not shown to be attributable to other causes, that defend- 
ants’ wrongfui acts had caused damage to the plaintiffs.’ Bigelow v. 
RKO Radio Pictures, lnc., id. at 264-65 .... Since it appears 
that the damages alleged in this suit are susceptible to monetary com¬ 
putation, and plaintiffs having failed to demonstrate that this is not 
the case, we conclude that plaintiffs will have an adequate remedy at 
law and are not in danger of immediate irreparable injury.” 1974 
Trade Cas. at pp. 96,097-98. 

This reasoning applies to the case at bar a fortiori. Here, SCM 
does not even assert, by ipse dixit or otherwise, that it will be impos- 
sible for it to prove its damages. On the contrary, it asserts that it 
has at least two theorics to bring itself within the Bigelow doctrine. 
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‘‘Any holding that SCM—an acknowlcdged competi- 
tor in the ‘target area’ of Xerox’s allcgcd violations 
—as a matter of law cannot be suffering irreparable 
injury during the pendency of the action, is inconceiv- 
able. The very recital of Xerox’s violations and their 
effects is a recital of the irreparable injury to SCM 
and other competitors” (Br., p. 36). BB 

This argument, wliich would dispense with the irrepa¬ 
rable injury reąuirement mandated by Section lfi of tho 
Clajton Act and hence falls on that ground alone, confuses 
two separate and distinct legał doctrines. The nile that 
only persons in the target area of an antitrust violation 
may maintain a private antitrust suiL—exemplified in this 
Circuit by Billy Barter, Ine. v. Coca-Cola Co., 431 F.2d 183 
(2d Cir. 1970), cert. denied, 401 U.S. 923 (1971)—concerns 
standing to sue, i.e., the circumstances in which a plaintiff 
may allege that he is in a position to avail himself of the 
Clayton Act’s private remedies. As expressed in Billy 
Barter, “a plaintiff must allege a causative link to his in¬ 
jury . . . which indicates that his business or property was 
in the ‘target area’ of the defendanfs illegal act.” 431 
F.2d at 187 (emphasis supplied). Only those persons who 
can satisfy this criterion of standing are logally permitted 
to go further and attempt to prove that they, in fact, in- 
curred past injury or are threatened with futurę injury— 
a sine qua non to any recovery after a trial on the merits. 
But the existence of standing in no way dispenses with 
the need to prove the fact of injury at trial—much less the 
fact of threatened irreparable injury when a preliminary 
injunction is sought. 


55. SCM’s rcpeatcd assertion that other competitors are also 
threatened with irreparable injury has a particularly hollow ring in 
light of the fact that Litton, which is also suing Xerox for illegally 
monopohzing the manufacture and sale of plain paper copiers has not 
sought a preliminary injunction. Litton fiusiness Systems inc v 
Xcrox Corp. (Civil No. 15137, D. Conn., filed June 28, 1972) 
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SCM’a entire position on the issue of irreparable injury 
is grounded on this faulty premise. Tested against control¬ 
ling legał principle, SCM'has not shown, and cannot show, 
that it may be irreparably injured if a preliminary injunc- 
tion is not granted. The District Court was right in ruling 
that a hearing need not be held because the motion “is 
doomed to failure” (A139), and its order should be affirmed. 

II 

The Diatrict Court properly dsnied SCM’s motion 
without an exten»ive evidentiary hearing in light of 
SCM’s steadfast refusal to partie darize its assertion 
of threatened irreparable injury by affidavit or offer of 
proof. 

SCM argues that it was entitled to an extensive eviden- 
tiary hearing merely because it alleged irreparable injury 
in its complaint. When the District Court asked how such 
injury could posnbly be suffered, SCM in effect invited the 
Court to come to the hearing and find out (E637-38). 

The fact of the rnatter is that the Court gave SCM re- 
peated opportunities to demonstrate, by affidavit or offer 
of proof, that it was actually threatened with irreparable 
injury absent a preliminary injunction, and SCM flatly re- 
fuscd to do so. In such circumstances, and in light of the 
“likelihood of a full-dress trial on the uierits that will be 
measured in weeks or even months” (Al33), the denial of 
a hearing was clearly justified. 

Despite SCM’s contrary suggestion, “there is no hard 
and fast rule in this circuit that orał testimony inust 
be taken on a motion for a preliminary injunction . . . 
Redac Project 6426, Inc. v. Allstate Insurance Co., 402 
F.2d 789, 790 (2d Cir. 1968). Accord, Schlosser v. Com- 
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monwealth Edison Co., 250 F.2d 478 (7th Cir. 1958); In 
re South State Street Bldg. Corp., 140 F.2d 363 (7th Cir. 
1944); Boynton v. Mills Novelty Co., 60 F.2d 125 (lOth Cir. 
1932). Since SCM did not follow the invariable practice 
of Bupporting its motion with affidavits, but relied entirely 
on the conclusory allegations of its complaint, the Dis- 
trict Court was warranted in asking for a particularization 
of how SCM is “being hindered in [its] capacity to market 
or manufacture plain paper copiers” (E681) and for “a 
morę precise indication of what was to be proved to see 
whether or not the allegations warrant a hearing” (E695). 
On 8even separate occasions in the course of orał argu¬ 
ment 8 * the Court indicated that SCM should submit such 
a particularized showing to support its naked assertion on 
the question of irreparable injury which a hearing was 
needed to resolve. 8T But no such showing was forthcoming. 
The District Court was surely entitled to exercise its dis- 
cretion to deny SCM what amounted to a trial on the merits 
when the plaintiff obslinately refused to submit affidavits 
or an offer of proof specifying how it would be irreparably 
hurt if a preliininary injunction were denied. There is no 
reason w r hy SCM should not have acquiesced in the Court’s 
suggestion unless it felt that it was unable to particu- 
larize its claiin of irreparable injury. A plaintiff does 
not have the right to trigger a protracted preliminary in¬ 
junction hearing in a vast and complez monopoly case such 


56. E637-38, E677-79, E681-82, E682-83, E690-91, 19594-95, 
E728-30. 

57. Xcrox does not dispute the principle exeniplified by SEC v. 
Spectrum, Ltd., 489 F.2<! 535 (2<1 Cir. 1973) and Uopp v. Franklin 
National Bank, 4f)l F.2d 873 (2d Cir. 1972), that when there are 
genuine issues of fact on a preliininary injunction motion, they should 
generally be resolved by a hearing; nor did the District Court 
(E678). Hut, as the Court also noted, such genuine issues are not 
properly raised by conclusory pleadings alone (E679). 
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as this one merely by filing a complaint and a one-para- 
graph motion. At the very least, it must make a prima 
facie showing of irreparablc injury. Sec Ilarlem River 
Consumers Cooperatire, Inc. v. Associated Grocers of Har¬ 
tem, Inc., 1974 Trade Cas. 1174,922 at p. 96,133 (S.D.N.Y. 
1974) (“Given this vagne showing [by “conclusory allega- 
tions”], it is doubtful that this Court would have proceeded 
to the hearing which ensucd but for sworn factual allega- 
tions . . 

The short of the matter is that SCM complains that it 
was denied a hearing when it simply was unwilling to dem- 
onstrate that there was anything to hear. 

SCM’s refusal to pro\nde the Court with the particu- 
lars of its claim of irreparable injury merely underscores 
its improper attempt to use this preliminary injunction 
motion as a vehiele to obtain an advisory opinion on the 
merita. A conscientious distriet judge, mindful of the 
burdens imposed on a busy court, could reach only one 
conclusion: An evideutiary hearing in these circumstances 
would be an essay in futility, an imposition on the Court, 
and totally unnecessary. 
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Conclution 


For all the reasons given above, the order appealed 
from should be affirmed in all respectt. 

Dated: July 30, 1974 
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